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DETAILED ACTION 

1 . The request filed on 05/24/2001 (Paper No. 1 8) for a Continued Prosecution Application 
(CPA) under 37 CFR 1 .53(d) based on parent Application No. 09062113 is acceptable and a CPA 
has been established. An action on the CPA follows. 

5 2. The amendment filed 05/24/2001 (Paper No. 19) has been entered. Claims 32-34, 41-46 

are pending and being examined. Any objection and/or rejection of record that is not maintained 
and/or repeated in this Office action is withdrawn. The text of those sections of Title 35, U.S. 
Code not included in this action can be found in a prior Office action. 

3. The abstract of the disclosure is objected to because it is not a single paragraph. A 

10 substitute abstract on a separate sheet is required. See MPEP § 608.01(b). It is acknowledged 
that Applicants will correct the abstract in a substitute specification. 

4. A substitute specification excluding claims is required pursuant to 37 CFR 1.125(a) 
because the interlineations or cancellations made in the specification could lead to confusion and 
mistake during the issue and printing processes. Accordingly, the specification is required to be 

15 rewritten before passing the case to issue. See 37 CFR 1.125 and MPEP § 608.01(q). It is 
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acknowledged that Applicants will provide a substitute specification upon the identification of 
allowable subject matter. 

5. The application is not fully in compliance the sequence rules, 37 C.F.R. § 1 .821-1.825. 
Correction is required. It is acknowledged that Applicants will bring the application into 

5 compliance in a substitute specification. 

6. Claims 33, 42, 45 are rejected under 35 U.S.C. § 1 12, second paragraph, over the 
recitation of "an isolated protein encoded by a polynucleotide comprising the nucleotide 
sequence" because a nucleotide sequence has six reading frames, three forward and three reverse, 
and encodes at least six different proteins. It is unclear which protein is intended. Applicants 

10 argue that the amendments should overcome the rejection. Applicants' arguments have been fully 
considered but they are not persuasive. In view of the use of the indefinite article, the broadest 
reasonable interpretation of the claim is that it is directed to an isolated protein corresponding to 
any contiguous subset of the codons within the polynucleotide. It is unclear which protein is 
intended. The metes and bounds of the claim(s) are not clearly set forth. 
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New formal matters* objections, and/or rejections: 

7. The nucleotide and/or amino acid sequence database records cited in the information 
disclosure statement filed 05/24/2001 have been considered to the extent possible. However, a 
residue by residue comparison has not been done. 

5 Claim Rejections - 35 USC §112 

8. Claims 33, 42, 45 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a protein comprising the amino acid sequence of SEQ ID 
NO: 62, 65, or 66, does not reasonably provide enablement for a protein encoded by a 
polynucleotide comprising the nucleotide sequence of SEQ ID NO: 83, 86, or 87. The 

10 specification does not enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to use the invention commensurate in scope with these claims. Claims 33, 
42, 45 specify “an isolated protein encoded by” the polynucleotide of SEQ ID NO: 83, 86, or 87. 
In view of the use of the indefinite article, the broadest reasonable interpretation of the claim is 
that it is directed to an isolated protein corresponding to any contiguous subset of the codons 
1 5 within the polynucleotide. The claims accordingly read on proteins having no function identified 
in the specification. They additionally read on proteins encoded by alternate reading frames 
within the polynucleotide. Such proteins would be entirely unrelated in structure to the OCIF 
amino acid sequences described. Absent either a useful functional property or any structural (and 
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hence functional) relationship to the exemplified protein corresponding to the full scope of the 
subject matter claimed, the artisan cannot use all of the claimed materials for any purpose 
described in the disclosure absent undue experimentation. 


Conclusion 

5 9. Claims 32, 34, 41 , 43, 44, 46 are allowable. 

Any inquiry concerning this communication or earlier communications from the examiner 
SHOULD BE DIRECTED TO DAVID S. ROMEO WHOSE TELEPHONE NUMBER IS (703) 305-4050. THE EXAMINER CAN 
NORMALLY BE REACHED ON MONDAY THROUGH FRIDAY FROM 7:30 A.M. TO 4:00 P.M. 

If ATTEMPTS TO REACH THE EXAMINER BY TELEPHONE ARE UNSUCCESSFUL, THE EXAMINER'S SUPERVISOR 

10 Gary Kunz, CAN BE REACHED ON (703) 308-4623. 

Official papers filed by fax should be directed to (703) 308-4242. 

Faxed draft or informal communications should be directed to the examiner at (703) 308-0294. 
Any inquiry of a general nature or relating to the status of this application or proceeding 

SHOULD BE DIRECTED TO THE GROUP RECEPTIONIST WHOSE TELEPHONE NUMBER IS (703) 308-0196. 
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